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DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendments, filed 1/19/2010, have been fully considered and 
reviewed by the examiner. The examiner notes the amendment to the claims to correct 
the dependency and therefore the claim objections have been withdrawn the claims 
have been considered on the record. Additionally, the examiner notes the cancellation 
of claims 2 and 28. The examiner notes the amendment to the specification. Claims 1 , 
3-27, 29-33 are pending in the instant application. 



Specification 

2. The amendment filed 1/19/2010 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: The deletion of subject 
matter necessarily results in inclusion of added material into the scope of the claims 
because the scope of the disclosure has been modified. By amending 0045 and 0064, 
the applicant has removed certain information from the scope of the invention, 
specifically certain information regarding the working solution and this modification is 
impermissible as new matter by adjusting the scope of the claim which fail to exclude 
this subject matte. In other words the claims recite a working solution comprising acetic 
anhydride, but does not limit the scope of the claims to exclude species that are now 
deleted from the specification. 
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Applicant is required to cancel the new matter in the reply to this Office Action. 
Claim Objections 

3. Claims 8-1 8 are objected to because of the following informalities: claims include 
("working pressure"), ("pressure kickback") , or ("vacuum kickback") within the claim. 
The use of parenthesis in the claim is inappropriate and the claims should positively 
recite the requirements, such as "by applying a working pressure comprising a further 
hydraulic or pneumatic pressure" or "creating a pressure kickback", etc. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 , 3, 8, 1 1 -24, 31 -33 are rejected under 35 U.S.C. 1 02(b) as being EP 
0680810 A1, hereafter EP 810 as evidenced by the applicants specification. 

EP 810 discloses a process for impregnating wood or wood based material 
comprising the steps of: preheating a working solution to a temperature of 80-1 50 °C 
contacting a wood or wood based material with the working solution at a and at an 
elevated pressure such that the working solution is in the liquid phase, to cause 
impregnation of the liquid base solution into the wood or wood based material; and c. 
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separating the wood or wood based material and any remaining working solution, 
waste material and/or by-products (see entire reference, particularly page 3, figure). 

The temperature of the solution of EP 810 is above the atmospheric boiling point 
("a super hot temperature") of the working solution, see applicants specification at 
page 2 which discloses boiling point of acetic anhydride is 139°C. 

As for maintaining a pressure throughout the preheating step to ensure the 
working solution is maintained in a liquid phase, this is explicitly inherent in the 
teaching of EP 810 that the solution is a liquid solution warmed and applied. 
Additionally, the examiner notes the claims fail to require the entire solution to remain 
in liquid form and therefore since the prior art discloses a 150° super heated liquid, it is 
the examiners position that the pressure is maintained so as to ensure a working 
solution is liquid, 

Claim 3: EP 810 discloses preheating and pre-pressure (see figure). 
Claim 8: EP 810 discloses a pressure to assist impregnation. 
Claims 11-13: EP 810 disclsoes a few minutes of impregnation (page 3, lines 
20-24). 

Claims 14-18: EP 810 discloses the limitations of these claims (page 3, figure). 
Claim 19: EP 810 discloses the by-product of acetic acid and water, which has a 
lower boiling point. 

Claim 20: EP 810 discloses solid wood, chips, flakes, boards, etc. (page 3, line 

1-2). 
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Claim 21 : EP 810 discloses a storage vessel for the working solution and a 
warming vessel, each of which can be considered a pressure vessel. Additionally EP 
810 disclsoes a pressure vessel for the wood (see figures). 

Claims 22: EP 810 discloses a vessel (pipe) in communication with the second 
pressure vessel (see figure). 

Claim 23-24: EP 810 discloses a preheating to 150°C. 

Claims 31 -32: EP 810 discloses the limitation of these claims that are not 
specifically addressed above (see figure). 

Claim 33: EP 810 disclsoes a wood treated by the method as claimed. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 3, 6-8, 11-24, 31-33 are rejected under 35 U.S.C. 102(b) as being EP 
0680810 A1, hereafter EP 810 as evidenced by the applicants specification. 

EP 810 discloses all that is taught above, however the reference fails to explicitly 
disclose the pressure during the preheating, however, taking the teaching that the 
treating solution is to remain liquid, it would have been obvious to one of ordinary skill in 
the art to apply pressure during the preheating step to maintain the solution in liquid 
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state because one would reasonable expect predictable results in the modification and 
one would be motivated to provide a liquid medium. 
Claims 3 and 8 are addressed above. 

Claim 6-7: The amount of pressure applied to the working solution during the 
preheating step would have been obvious to one of ordinary skill in the art to achieve 
the desired results of maintaining the process solution in the liquid phase. 

Claim 9-10: EP 810 disclsoes a pre-pressure, and discloses a pressure of 2-15 
bar for a pressurization and therefore it would have been obvious to have used the 2-15 
bar as the pre-pressure with a reasonable expectation of success and In the case 
where the claimed ranges "overlap or lie" inside ranges disclosed by prior art a prima 
facie case of obviousness exists. In re Wertheim, 541 F.2d 257 191 USPQ 90. See 
MPEP 2144.05. 

Claim 11-20: these claims are address above and explicitly taught in the figures 
and page 3. 

Claims 21-22: The examiner maintains the position with regards to the pressure 
vessel as claimed, however, at the very least, modification of the prior art to include a 
pressure vessel would have been obvious to one of ordinary skill in the art at the time of 
the invention to have provided the predictable results of providing pressure to the 
working fluid. 

Claims 23-24: These are address above. 

Claim 25-26: EP 810 discloses warm solution at 150°C and therefore fails to 
disclose the exact range as claimed. However, A prima facie case of obviousness 
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exists where the claimed ranges and prior art do not overlap but are close enough that 
one in ordinary skill in the art would have expected them to have the same properties. 
Titanium Metals Corp. of America v. Banner, 778 f.2d 775, 227 USPQ 773 (Fed. Cir. 
1985). See MPEP 2144.05. 

Claims 31-33 are addressed above. 

8. Claim 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
810 in view of US Patent 5679407 hereinafter US 407 or US Patent 4466998 
hereinafter US 998. 

EP 810 discloses all that is taught above, including applying a pre-pressure to 
the chamber; however, the reference fails to disclose using a gas as claimed. 
However, US 407 discloses applying a pre-pressure to a wood prior to impregnation 
using N 2 gas and US 998 discloses providing pre-pressure using air. Therefore it 
would have been obvious to have modified EP 810 to have used N 2 or air gas to 
provide the pre-pressure because such is taught as known and suitable techniques in 
wood impregnation art to provide preliminary pressure prior to impregnation. 

Claim 5: this claim is rejected for the reasons as set forth above. 

9. Claims 25-27, 29-30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over EP 810 in view of US Patent 6376582, hereinafter US 582. 

Claims 25-26: EP 810 discloses all that is discussed above, and while the 
examiner maintains the position as above, the examiner cites US 582 which discloses 
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applying a heated solution of 140-210 to the wood in an acetylating process and 
therefore modification EP 810 to use the solution temperature as taught in the US 582 
with a reasonable expectation of predictable results. 

Claims 27, 29-30: EP 810 discloses applying acetic anhydride solution to the 
wood, but fails to disclose a solvent of xylene, however, US 582 discloses the 
advantages of using xylene as a solvent for acetic anhydride include providing the 
reaction to proceed under more moderate conditions rather then the traditional 
exothermic conditions which will result in wood degradation. Therefore taking the 
references collectively, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have modified EP 810 to use xylene to achieve the benefit of 
reduction of wood degradation. 



Conclusion 

1 0. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID TUROCY whose telephone number is (571)272- 
2940. The examiner can normally be reached on Monday, Wednesday and Friday from 
7 a.m. - 6 p.m., Tuesday and Thursdays 7-10 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David Turocy/ 

Primary Examiner, Art Unit 1792 



